The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe examner’s final rejection of clains 3, 8-11 and 15-
21. Caims 1, 2 and 7 have been canceled. Cains 4-6 and
12-14 have been indicated by the exam ner to contain allowable

subject matter. An anendnent after final rejection was filed
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on Cctober 17, 1997 and was entered by the exam ner.

The di sclosed invention pertains to the field of
transferring data between a renote controller and a user
apparatus in a secure manner. The renote controller is
operable in a high output power |evel and a | ow out put power
| evel. Operational conmands fromthe renote controller are
sent at the high output power |evel, whereas secure data from
the renote controller is sent at the | ow out put power |evel.

Representative claim 19 is reproduced as foll ows:

19. A nethod of transferring secure data between a
renote controller and a user apparatus in a secure manner, the
remote controller having neans for storing the secure data,
transmtting nmeans, and neans for controlling the output power
of the transmtting neans to have at |east a | ow output power
| evel and a high output power |evel, the user apparatus having
recei ving nmeans and neans to store secure data received by
said receiving neans, wherein the renote controller transmts
operational conmands for effecting operation of the user
apparatus across an air interface using a conmmunications |ink
while said controlling means controls said transmtting nmeans
to transmt at said high output power |evel, characterized in
that said nmethod conprises the steps:

storing said secure data in said storing neans in said
renote controller;

pl acing the renote controller in a position closer to the
user apparatus than a position used when said renote
controller is transmtting said operational comuands; and

transmtting said secure data across said air interface
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using said communications link fromsaid renote controller to
sai d user apparatus using said transmtting nmeans at said | ow
out put power | evel.

The exam ner relies on the follow ng references:

Lanbr opoul os et al. 4,881, 148 Nov. 14, 1989
(Lanbr opoul o0s)

Shi ot a 5,572,194 Nov. 05, 1996
(filed Sep. 02,

1994)

Boyl es et al. (Boyles) 5,602, 535 Feb. 11, 1997
(filed July 15,

1994)

Clainms 3, 8-11 and 15-21 stand rejected under 35 U.S. C
§ 103. As evidence of obviousness the exam ner offers
Lanbr opoul os in view of Boyles with respect to clainms 3, 8,
10, 11 and 16-21, and the exam ner adds Shiota with respect to
clainms 9 and 15.

Rat her than repeat the argunents of appellant or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on

appeal, the rejections advanced by the exam ner and the

evi dence of obviousness relied upon by the exam ner as support
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for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclainms 3, 8 19 and 21. W reach the opposite concl usion
with respect to clainms 9-11, 15-18 and 20. Accordingly, we
affirmin-part.

We consider first the rejection of clains 3, 8, 10, 11
and 16-21 based on the teachings of Lanbropoul os and Boyl es.
Appel I ant has indicated that for purposes of this appeal these
claims will stand or fall together in the followng three
groups: Goup | has clains 3, 8, 19 and 21, Goup Il has
clains 11 and 20, and Goup Ill has clains 10 and 16-18
[brief, page 4]. Consistent with this indication appellant

has made no separate argunents with respect to any of the
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claims within each group. Accordingly, all the claims within

each group will stand or fall together. Note In re King, 801

F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re
Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cr. 1983).
Therefore, we will consider the rejection against clains 19,
20 and 10 as representative of all the clains on appeal

subject to this rejection

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the

claimed invention. Such reason nust stem from sone teaching,
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suggestion or inplication in the prior art as a whole or
know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825 (1988); Ashland O1, Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cr. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prim
facie case with argunent and/or evidence. Cbviousness is then
determ ned on the basis of the evidence as a whole and the

rel ati ve persuasi veness of the argunents. See, In re Hedges,

783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. GCir. 1986); In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. G r

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976). Only those argunents actually nade by
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appel | ant have been considered in this decision. Argunents
whi ch appel l ant coul d have made but chose not to make in the
bri ef have not been considered [see 37 CFR § 1.192(a)].

We first consider Goup I (clainms 3, 8, 19 and 21) with
i ndependent claim 19 as the representative claim The
exam ner asserts that Lanbropoul os teaches all the limtations
of claim 19 except for the transmtting nmeans having a | ow
out put power |evel and a high output power |evel. The
exam ner cites Boyles as teaching a renpte control transmtter
whi ch has both a high output power |evel and a | ow out put
power | evel. The exam ner then indicates why the invention of
claim 19 woul d have been obvious wthin the nmeaning of 35

U S.C. § 103 [answer, pages 4- 6] .

Appel I ant makes the foll ow ng argunment with respect to
claim 19:

Boyl es et al. system contenpl ates
sendi ng operational commands at both a
standard power and a reduced power.
However, Boyles et al. only discloses
transmtting the secure data (i.e.,
the security code) fromthe
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transmtter to the receiver at

standard power (col. 7, lines 50-60).
This is the opposite fromthat of the
subject invention. |In fact, there is

no incentive for the Boyles et al.

systemto transmt the secure data at

a reduced power. [brief, page 6].
We do not agree that the teachings of Boyles are as limted as
argued by appel | ant.

Boyl es teaches one enbodi nent in which a renote control
transmtter can be adjusted to a substandard or a standard
range of transm ssion by adjusting the output power |evel of
the transmtter [colum 7, lines 40+]. Boyles further teaches
that this transmtter can be tuned down (power |owered) and
the vehicle armed by standing proximte to the vehicle so that
the [arm ng] signal does not reach the intercepting equi pnment
of athief [colum 8, lines 5-9]. |In our view, the artisan
woul d have understood these passages of Boyles to suggest the
obvi ousness of transmtting either secure data or operational
commands at either a high output power |evel or a | ow out put
power | evel depending on the |level of security desired by the

user. Thus, we do not agree with appellant’s argunent that

there is no incentive in Boyles to transmt secure data at a
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reduced power |evel. Boyles provides essentially the sane
incentive as set forth in appellant’s own specification. For
t hese reasons, we sustain the rejection of clainms 3, 8, 19 and
21 as set forth by the exam ner.

We now consider Goup Il (clainms 11 and 20) with claim 20
as the representative claim The examner’s rejection
i ndi cates that Lanbropoul os teaches the pseudo-random code
recitations of claim20 [answer, pages 4-5]. Appellant argues
t hat Lanbropoul os only | oads a pseudo-random nunber into the
transmtter and transfers this nunber to the receiver and does
not teach the generation and the changi ng of the pseudo-
random code in both the renote controller and the user
apparatus as recited in claim?20 [brief, page 8].

We agree with appellant that Lanbropoul os does not teach
or suggest the generation and update of the pseudo-random
codes in both the transmtter and the receiver as recited in
cl ai m 20. Therefore, we do not sustain the examner’s

rejection of clains 11 and 20.
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We now consider Goup Il (claims 10 and 16-18) with
claim10 as the representative claim The exam ner’s
rejection does not initially address the particular limtation
of claim 10. Appellant argues that the clainmed transm ssion
of data fromthe user apparatus back to the renote controller
is neither shown nor suggested by the applied prior art
[brief, page 10]. The exam ner responds that

this transm ssion and reception of
data in a direction reverse to the
“normal ” direction, as argued, has not
sol ved any stated problemor is for
any particul ar purpose; therefore, the
[ exam ner] mai ntai ns Lanbropoul os et
al. in view of Boyles et al.’s
teaching of securely transferring data
is at least fully functionally

equi val ent to Appellant’s clained

i nvention [answer, page 9].

We agree with the position argued by appellant. The

examner’s rejection fails to establish a prim facie case of

obvi ousness. Functional equival ence and the sol ution of
specific problens are not, per se, the appropriate

determ nants of obviousness. The exam ner has failed to
properly address the obvi ousness of the differences between

the clained invention and the applied prior art. Therefore,

10
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we do not sustain the examiner’s rejection of clains 10 and

16-18.

We now consider the rejection of clains 9 and 15 based on
t he teachi ngs of Lanbropoul os, Boyles and Shiota. These
clainms stand or fall together [brief, page 4]. The exam ner
di scusses this rejection on pages 6-8 of the answer.

Appel  ant argues that the PIN of Shiota is conpletely
different fromthe PIN of these clainms and that the PINin
Shiota is not transmtted to other conponents nor stored by

t he other conponents as clained [brief, page 9]. The exam ner
responds that the PIN of Shiota is alternatively equivalent to
the clained PIN [answer, page 9].

We agree with the position of appellant for the reasons
noted by appellant in the brief. Therefore, we do not sustain
the examner’'s rejection of clains 9 and 15.

In summary, we have sustained the exam ner’s rejection of
clainms 3, 8, 19 and 21, but we have not sustained the
examner’s rejection of clainms 9-11, 15-18 and 20. Therefore,

the decision of the examner rejecting clains 3, 8-11 and 15-

11
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21 is affirmed-in-part.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART

ERROL A. KRASS
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge

JOSEPH L. DI XON
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